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In view of applicants' response filed 3/27/06 the following applies. 
Applicant's election without traverse of I in the reply filed on 3/27/06 is 
acknowledged. 

The 112 rejections of the previous action have been overcome or rendered 
moot in view of cancellation of generic claims. 

In amending claim 13's dependency, "49" is barely legible. If a response to 
this action will be made a clearer copy of the claim is requested. 

The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

Claim 8 is rejected under 35 U.S.C. 102(b) as being anticipated by Howard 
(EP'435). Upon review of the nomenclature for species in claim 8 it is noted that 
at least one species within claim 8 is anticipated by Howard. See last species on p.3 
of claim 8 which corresponds to species in Howard on line 16 of p.3 or eg.53. The 
examiner could not find additional species that anticipated claim 8 since the 
species were slightly different than those in Howard. 

Claims 8,13,3 1 and 49-50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Howard (EP'435). If the anticipatory subject matter in claim 8 is 
removed claim 8 would still be obvious over Howard as all of the species covered 
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in 8 are analogs of that taught and exemplified by Howard.For example, many of 

the benzisoxazolyl species in claim 8 are identically substituted with 

corresponding benzoisothiazolyl species in Howard beginning with eg.39 -45. 9 th 

species on p. 3 of claim 8 differs from eg.49 in Howard only in placement of 

methyl group on benzene ring- i.e. at 7- vs. instant 8-position. Other species are 

homologs such as 3 rd last species on p.3 with eg.5 1 in Howard or contain a methyl 

group at a different ring position such as 3 rd last species in claim 8 vs. eg 53 in 

Howard. New claims 49 and 50 are position isomers of eg.51 since CI is at the 7- 

position vs. instant 8. Howard teaches all these variations as can be seen in the 

definitions of the variables within formula I. Thus it would have been obvious to 

one skilled in the art at the time the instant invention was made to modify the many 

species in Howard by replacing the azole core with cores recited herein and/or 

place methyl groups at various ring positions and/or alter the alkylene chain 

corresponding to instant "A" and in so doing obtain additional compounds with the 

expectation that they too will possess the uses taught by the art in view of the many 

equivalency teachings pointed out above. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. A 
nonstatutory obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but at least one examined application claim is 
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not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 
937, 214 USPQ 761 (CCPA 1982); In re Vogel, All F.2d 438, 164 USPQ 619 
(CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent 
either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign 
a terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 

Claims 8,13,31 and 49-50 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims of copending 
Application No. 10/672949. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the species embraced herein 
differ from those in the copending case only in point of attachment to the 3,4 
dihydroquinolin-2-one- at the 6-position herein vs at the 8-position in the 
copending case. Position isomers are not deemed patentably distinct absent 
evidence of superior, and unexpected results. See In re Crounse 150 USPQ 554;Ex 
parte Engelhardt 208 USPQ 343 regarding position isomerism. Thus it would have 
been obvious to one skilled in the art at the time the invention was made to expect 
instant 6-substituted quinoline derivatives to possess the same uses described in the 
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copending case for the 8 -isomers in view of the close structural similarity 
outlined above. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 

The U.S. Patent and Trademark Office normally will not institute an 
interference between applications or a patent and an application of common 
ownership (see MPEP Chapter 2300). Commonly assigned 10/672949, discussed 
above, would form the basis for a rejection of the noted claims under 35 U.S.C. 
103(a) if the commonly assigned case qualifies as prior art under 35 U.S.C. 102(e), 
(f) or (g) and the conflicting inventions were not commonly owned at the time the 
invention in this application was made. In order for the examiner to resolve this 
issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), either show 
that the conflicting inventions were commonly owned at the time the invention in 
this application was made, or name the prior inventor of the conflicting subject 
matter. 

A showing that the inventions were commonly owned at the time the 
invention in this application was made will preclude a rejection under 35 U.S.C. 
103(a) based upon the commonly assigned case as a reference under 35 U.S.C. 
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102(f) or (g), or 35 U.S.C. 102(e) for applications pending on or after December 
10, 2004. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Emily Bernhardt whose telephone number is 
571-272-0664. 

If attempts to reach the examiner by telephone are unsuccessful, the acting 
supervisor for AU 1624, James O. Wilson can be reached at 571-272-0661 . The 
fax phone number for the organization where this application or proceeding is 
assigned is (571)273-8300. 



Emily Bernhardt 
Primary Examiner 
Art Unit 1624 



